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The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-5, 7, and 8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement, and under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims contain subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventors, at the time the application was filed, had possession of the claimed invention. There is 
no support for the particular angular range of "greater than 1°" (amended claim 1, lines 1 1 and 
14). As discussed in MPEP § 2163.05, section III, said range has no upper limit and thus 
encompasses embodiments outside the ranges actually presented in the original disclosure. 
Moreover, there is no description of "an upright orientation" (amended claim 1, lines 13 and 15) 
or whether only a single upright orientation or a continuum of upright orientations exists during 
articulation of the ankle joint, so the scope of the claims is vague, indefinite, and apparently quite 
broad relative to the prior art. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-5, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Link, 
DE 88 12 806.7 Ul. Slight shifts in the upright orientations of upper component 5 and 
intermediate part 6 (Figures 1-6) result in angles between respective planar slide surfaces and the 
horizontal plane of greater than 1°. Regarding claims 5 and 7, Figures 12 and 18 depict a non 
wedge-shaped part 21 and a wcdgc-shapcd part 19 "separable" from the tibia 4 and/or the 
intermediate part. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Link, DE 88 12 
806.7 Ul . The top face of intermediate part 6 is substantially parallel with the overall bottom 
face direction in a frontal plane (Figures 5, 8, and 14) and is not substantially parallel with the 
overall bottom face direction in a sagittal plane by virtue of the nonlinear contours and the front 
and rear sloping surfaces (Figure 8). The term "direction" may be defined as a "[l]ine or course 
of movement" (Webster 's II New Riverside University Dictionary, 1984) and thus need not be a 
straight line or run parallel to a straight line. To provide a plurality of sets of ankle joint 
endoprostheses would have been immediately obvious in order to enable the surgeon to select 
from a variety of sizes (with each set meeting one or the other of the limitations discussed 
above). 

The Applicant's remarks have been considered but are deemed to be moot in view of the 
new grounds of rejection presented above. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave Willse, whose telephone number is 571-272-4762 and who 
is generally available Monday, Tuesday, and Thursday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Corrine McDermott, can be reached on 
571-272-4754. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 



/David H. Willse/ 



Primary Examiner 
Art Unit 3738 



